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(37 CFR 81.98(b)) 


Attorney's Docket No. 

09598-006001 


Application No. 
10/080,917 


Applicant 

Patrick Cadet et al. 


Filing Date 

February 22, 2002 


Group Art Unit 
1646 



U.S. Patent Documents 
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Patentee 
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Foreign Patent Documents or Published Foreign Patent Applications 
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Dther Documents (include Author, Title, Date, and Place of Publication) 
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Initial 
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ID 
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AP 


Fimiani et al., "u3 Opiate receptor expression in lung and lung carcinoma: ligand binding and 
coupling to nitric oxide release," Cancer Letters, 1999, 146:45-51 




AQ 


Mestek et aL, "The Human u Opioid Receptor: Modulation of Functional Desensitization by 
Calcium/Calmodulin-Dependent Protein Kinase and Protein Kinase C." J. NeuroscL, 1995, 
15(3):2396-2406 




AR 


Wang et al., "Human mu opiate receptor. CDNA and genomic clones, pharmacologic 
characterization and chromosomal assignment" Sequence Comparison B, FEBS Lett., 388(2):217- | 
222 
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Date Considered 
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From the INTERNATIONAL SEARailNQ^WmomX^^ n nn rp P~\ 



To: 

MARK S. ELLINGER 
FISH & RICHARDSON P.C., P. A. 
SIXTY SOUTH SIXTH STREET, SUITE 330C 
MINNEAPOLIS, MN 55402 



PCT 



<S#TI 3N OF TRANSMITTAL OF 
THE INTffiRN/ TIONAL SEARCH REPORT 
I + - ■ _ v , 0 -r^77«R TflE DECLARATION 

PRAC ICE systems: 



<PCT Rule 44. 1) 





Date of Mailing 

(day/month/year) Qg 2003 


Applicant's or agent's file reference 
09598-006WO1 


FOR FURTHER ACTION See paragraphs 1 and 4 below 


International application No. 
PCT/US02/05452 


International filing date 
(day/month/year) 

22 February 2002 (22.02.2002) 


Applicant 

THE RESEARCH FOUNDATION OF SUNY 



1. n The applicant is hereby notified that the international search report has been established and is transmitted herewith. 
Filing of amendments and statement under Article 19: 

The applicant is entitled, if he so wishes, to amend the claims of the international application (see Rule 46): 

When? The time limit for filing such amendments is normally two months from the date of transmittal of the 
international search report. 

Where? Directly to the International Bureau of WIPO, 34, chemin des Colombettes 
1211 Geneva 20, Switzerland, Facsimile No.: (41-22) 740.14.35 

For more detailed instructions, see the notes on the accompanying sheet. 

2 - CZ3 Tne applicant is hereby notified that no international search report will be established and that the declaration under 

Article 17(2)(a) to that effect is transmitted herewith. 

3- D With regard to the protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that: 

| | the protest together with the decision thereon has been transmitted to the International Bureau together with the 

applicant's request to forward the texts of both the protest and the decision thereon to the designated Offices. 
I | no decision has been made yet on the protest; the applicant will be notified as soon as a decision is made. 

4. Reminders 

Shortly after 18 months from the priority date, the international application will be published by the International Bureau, If the 
applicant wishes to avoid or postpone publication, a notice of withdrawal of the international application, or of the priority claim, 
must reach the International Bureau as provided in Rules 90 bis A and 90 respectively, before the completion of the technical 

preparations for international publication. 

Within 19 months from the priority date, but only in respect of some designated Offices, a demand for international preliminary 
examination must be filed if the applicant wishes to postpone the entry into the national phase until 30 months from the- priority 
date (in some Offices even later); otherwise the applicant must, within 20 months from the priority date, perform the prescribed 
acts for entry into the national phase before those designated Offices. 

In respect of other designated Offices, the time limit of 30 months (or later) will apply even if no demand is filed within 19 months. 

See the Annex to Form PCT/IB/301 and, for details about the applicable time limits, Office by Office, see the PCT Applicant's 
Guide, Volume II, National Chapters and the WIPO Internet site. #~N/e\i c\ ~\ i 



Name and mailing address of the ISA/US 
Commissioner for Patents 
Box PCT 

Washington, D.C. 20231 
Facsimile No. (703)305-3230 , 



Form PCT/ISA/220 (April 2002) | 




Authorized officer *- -KJKb 

Robert Landsman : . — ACTION: S^jO 
Telephone No. (703) 308-0i96p A 0r? J^S 



{See nofeTdfraceoft^w^m^sbe^il ^ 
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PATENT COOPERATION TREATY 

PCT 

INTERNATIONAL SEARCH REPORT 
(PCT Article 18 and Rules 43 and 44) 



Applicant's or agent's file reference 
09598-006WO1 


FOR FURTHER 
ACTION 


see Notification of Transmittal of International Search 
Report (Form PCT/ISA/220) as well as, where applicable, 
item 5 below. 


International applicatio No. 
PCT/US02/05452 


International filing date {day /month/year) 
22 February 2002 (22.02.2002) 


(Earliest) Priority Date (day/month/year) 
22 February 2001 (22.02.2001) 


Applicant 

THE RESEARCH FOUNDATION OF SUNY 



This international search report has been prepared by this International Searching Authority and is transmitted to the applicant 
according to Article 18. A copy is being transmitted to the International Bureau. 

This inte rnati onal search report consists of a total of ' ^L^ sheets. 

It is also accompanied by a copy of each prior art document cited in this report. 



1. 



□ 



b. 



Basis of the Report 

a. With regard to the language, the international search was carried out on the basis of the international application in the 
language in which it was filed, unless otherwise indicated under this item. 

the international search was carried out on the basis of a translation of the international application furnished to this 
Authority (Rule 23.1(b)). 

With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
search was carried out on the basis of the sequence listing: 

contained in the international application in written form. 

filed together with the international application in computer readable form. 

furnished subsequently to this Authority in written form. 

furnished subsequently to this Authority in computer readable form. 

the statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

the statement that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 

Certain claims were found unsearchable (See Box I). 
Unity of invention is lacking (See Box II) . v v ~ ,.t 

With regard to the title, ^rM^ 
DKI the text is approved as submitted by the applicant. v 
1 1 the text has been established by this Authority to read as follows: 



□ 
□ 
□ 

□ 

□ 
□ 



DOCKETED BY PRACTICE 
ACTION: £ 
BASE: _ 3 -^3 
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5. 



DUE 

DEADLINE: JjL^I 

nirriALS 



6. 



With regard to the abstract, 

the text is approved as submitted by the applicant. 

1 the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box III. The applicant may, 
within one month from the date of mailing of this international search report, submit comments to this Authority. 

The figure of the drawings to be published with the abstract is Figure No. 

1 1 as suggested by the applicant. ^ . 

1 1 because the applicant failed to suggest a figure. *■ 

□ 

because this figure better characterizes the invention. 



*- None of the figures 



Form PCT/ISA/210 (first sheet) (July 1998) 



Docketed By Billing Secretary 

U - 5 -0 3 



Du e Date: 



SYSTEMS 



53 



Deadline: . , C? 7 SL^JL 



INTERNATIONAL SEARCH REPORT 



International application No. 
PCT/US02/05452 



A. CLASSIFICATION OF SUBJECT MATTER 

IPC(7) ; G01N 33/53, 33/567; C07K 1/00, 14/00, 17/00; C07H 21/04; C12P 21/06, 21/04; C12N 1/20, 15/74, 5/00, 
5/02, 15/00, 15/09, 15/63, 15/70, 15/74 

US CL : 435/7.2, 69.1, 70.1, 71.1, 71,2, 252.3, 320.1, 325, 471; 530/350; 536/23.5 

B. FIELDS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 
U.S. : 435/7.2, 69.1, 70.1, 71.1, 71,2, 252.3, 320.1, 325, 471; 530/350; 536/23.5 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practicable, search terms used) 



C. 



DOCUMENTS CONSIDERED TO BE RELEVANT 



Category 5 



Citation of document, with indication, where appropriate, of the relevant passages 



Relevant to claim No. 



X 
Y 

X 
Y 



MESTEK A. et al. The human mu opioid receptor: modulation of functional desensitization 
by calcium/calmodulin-dependent protein kinase and protein kinase C. March 1995, Vol 15. 
No 3, pages 2396-2406 and Sequence Comparisons A, C and D). 

WANG J-B et al. cDNA and genomic clones t pharmacologic characterization and 
chromosomal assignment. 1994, Vol 338, pages 217-222 and Sequence Comparisons B and 
E. 

FIMIANI C et al. mu3 opiate receptor expression in lung and lung carcinoma: ligand binding 
and coupling to nitric oxide releasr. 1999, Vol 146, pages 45-51 . 



1-4, 6-12, 14-20, 24, 
32 



21-23, 25-31 
1-4, 6-12, 14-20, 32 

21-31 
21-23, 27, 30 



| j Further documents are listed in the continuation of Box C. 1 1 See patent family annex. 



* Special categories of cited documents: 

"A" document defining the general state of the art which is not considered to be 
of particular relevance 

"E" earlier application or patent published on or after the international filing date 

"L" document which may throw doubts on priority claim(s) or which is cited to 
establish the publication date of another citation or other special reason (as 
specified) 

"O" document referring to an oral disclosure, use, exhibition or other means 

"P" document published prior to the international filing date but later than the 
priority date claimed 



"T" later document published after the international filing date or priority 

date and not in conflict with the application but cited to understand die 
principle or theory underlying the invention 

14 X" document of particular relevance; the claimed invention cannot be 

considered novel or cannot be considered to involve an inventive step 
when the document is taken alone 

"Y" document of particular relevance; the claimed invention cannot be 

considered to involve an inventive step when the document is 
combined with one or more other such documents, such combination 
being obvious to a person skilled in the art 

document member of the same patent family 



Date of the actual completion of the international search 
06 February 2003 (06.02.2003) 


Date of mailing of the internal ionaLseaesh report 

05 MAR 2TO 


Name and mailing address of the ISA/US 
Commissioner of Patents and Trademarks 
BoxPCT 

Washington, D.C. 20231 

Facsimile No. (703)305-3230 


Authorized officer 

Telephone No. (703) 308-0196 



Form PCT/ISA/210 (second sheet) (July 1998) 



NOTES TO FORM PCT/1S A/220 



These Notes are intended to give the basic instructions concerning the filing of iraenCments under Arti^j • a _ 
Notes are based on the requirements of the Pi tent Cooperation Treaty and of the Regulations aodthe^Ew l9 ' V* c 
butmcfoos under that Treaty. In case of discrepancy between these Notes sod those requirement Xela^ralt^r ^ 
For more deuiled iriformauon, see also the PCX Applicant's Guide, a publication of WTO. nJapp,,c « 0,c * 

; J 0 . 1 *** Note*, "Article-, -Rule * and "Section" refer to the provisions of the PCT, toe PCT Relations ,k. t^n 
AdministraUvc Instructions, respectively. «vc«ui«uons and the PCT 

INSTRUCTIONS CONCERNING AMENDMENTS UNDER ARTICLE It 



<niwii>fi> ay be 

, it should be emphasized that provisional protection « avmiUbt in some StttoonJy?^^^ P«W»c«K» 
Wl^ paw* «*tW laUcf*a*ao^ 



SapSfl? 66 " ^ dmwing * n,y ^ ** dur «« totenMtiooaJ 

WfceaiT ^-^ r nflriniaiaiHiil ifi f i .T l i ,4^ — apriority 




gate Mta tis casassw? 



Where aat la) file tfce aasemdoiemts T 

ffiS^^ Bureau and not with the reodvin* Ottice or the 

Where a demand for aotermtioosl preliminary esauninarion has been/is filed, aee below. 



How t Either by caraotUm« one or more entire daim*, by adding one or more new claims or by amending the text of 
one or more of the dafana as filed. 



moat be eobmitted far each sheet of the daama whkh« on aoooMol of ta 
from me sheet ocipnairy filed. 



cf* 1 ™ •PP««nnf on a rcolacemeot sheet must be numbered in Arabic numerals. Where a cUim ta 
cancelle d, no rensmibcnng of the other claims is required. In all esses where claims are renumbered, they must 
- ^"nbered consecutively (Administrative Instructions, Sectioo 205(b)). 7 



What doesuawaita mavtVsuy accompany the amendments ? 

Letter (Section 205(b)): 

The amendments must be submitted with a tetter. 

The letter will not be published with the international i optica boo and the amended daims. It should not be 
confounded with the -Sutement under Artide 19<1)- (see below, under -Statement under Article 19(1)-). 
. -Tke letter must indicate 4he diffeseaaesixtween the dauns asiilcd and thediims as sinendec' It must, in 
particular, indicate, m connection with each dsrm appearing in the international rpptteatk* (itbeOTunderstood 
Out identical indications cooceniing several diuns may be grouped), whether 

(i) the daim is unchanged; 

(ii) the daim is cancelled; 

(iii) the daim is new; 

(iv) the daim replaces one or more cisiras ss filed; 

(v) the daim u the result of the division of « daim is filed. 



Notes to Form PCT/ISA/HO (first sheet) (July 1992) 



NOTES TO FORM PCT/ISA/220 (continued) 



The following examples illustrate tbe otoocr in which amendments must be explained In the 
accompanying letter: 



1. fWbene oh finally there were 48 claims and ■ftei amendment of some daims there are 5lJ: 
-asinu 1 to 29, 31, 3Z, 34, 35, 37 to 48 replaced by amended claims bearing the same numbers; 
claims 30, 33 and 36 unchanged; new claims 49 to Si added." 

2. (Where originally there were 15 claims and after amendment of ail claims there are 11): 
"Claims 1 to 15 replaced by amended claims 1 to 11." 

3. [Where originally there were 14 claims and the amendments consist in cancelling some daims and in adding 
new daims): 

"Claims 1 to 6 and 14 unchanged; daims 7 to 13 cancelled; new claims 15, 16 and 17 added.*" or 
"Claims 7 to 13 cancelled; new daims 15, 16 and 17 added; ail other daims unchanged." 

4. (Where various kinds of amendments are made): 

L Claims 1-10 unchanged; claims 1 1 to U, IS and 19 cancelled; daims 14, 15 and 16 replaced by amended 
da am 14; daim 17 subdivided into amended claims 15, 16 and 17; new daims 20 and 21 added.** 

"Statement under Article 19(1)- (Rule 443.4) 

Tbe amendments may be accompanied by a statement explaining the amendments and kadiaaSag my Impact 
that such amendments might have on tbe description and the drawings (which cannot be amended under 
Article 19(1)), 

The statement will be published with the international application and the amended daims. 

The statement ahoukJ be brief, it should not exceed 500 words if in English or if translated into English.' 

U shoaad not be exxaf ounoed with and does not replace the letter amlk-ating the dtflercnccs between me claims 
as filed and as acnended. It must be filed on a separate aheet mad amast be identified «* aaach fay a beauSang, 
rjrefera«^try«aangnVw 19(1)."* ^, 

It ihoui d not contain any disparaging cjomencnts on the trtae mad mal search report or me rrlrvinnr caf citation* 
oonuined in m«* «eport. Reference to dtatioo*, relevant to a given daim, mntarncd in the international search 
repor. may be made only an ooooectioo with an amendment of mat daim. 



In what language 7 

The amendments must be made in the Language in which the international application is published. The letter 
and any statement accompanying the amendments must be in the same language aa the international application 
if that language b English or French; otherwise, it must be in English or French, at the choice of the applicant. 



Coaueqneatce If a demand for mternational preliminary csjuu tnatioai has already been filed T 

If, at the time of filing any amendments under Artide 19, a oVmand for mternational preliminary examination 
has already been subnimed, the applicant must preferably, at the same time of ding the amendments with the 
International Bureau, a bo 01c a copy of such amendments with the International Preliminary Examinin g 
Authority (see Rule 62L2(a), first sentence). 



Consequence with regard to translation of the mutational application for entry tato the natkmal phase ? 

The appi. cant's attentioo is drawn to tbe fact that, where upon entry into the national phase, a translation of the 
daims as amended under Article 19 may have to be furnished to (he dcsignated/dected Offices, instead of, or 
to addition to, the translation of the daims as filed. 

For further details on the requirements of each designs led/elected Office, see Volume TJ of the PCT Applicant's 

Guide. 



Notes to Form PCT71S A/220 (teoood ibcet) (Jdy 1992) 



J 



